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Receipt is acknowledged of the amendment filed November 2 9, 
2007, which has been entered in the file. 

Claims 39 to 70 stand withdrawn from further consideration 
pursuant to 37 CFR 1.142(b) as being drawn to a nonelected 
invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 
December 5, 200 6. 

The oath or declaration is defective. A new oath or 

declaration in compliance with 37 CFR 1.67(a) identifying this 

application by application number and filing date is required. 

See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

It does not identify the citizenship of each inventor. 

The citizenship of inventor Guo-Zhang Wu is not listed. 

Claim 24 is objected to under 37 CFR 1.75(c), as being of 
improper dependent form for failing to further limit the subject 
matter of a previous claim. Applicant is required to cancel the 
claim (s), or amend the claim(s) to place the claim (s) in proper 
dependent form, or rewrite the claim (s) in independent form. 

Clalim 24 is not a further limitation of claim 1 when the 
chemiluminescent molecule comprises the structures set forth in 
claim 24 except for Aminophthalhydrazide because A in claim 1 
must comprise a phthalhydrazide . The other structures set forth 
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in claim 24, for example 2 , 6-diaminopyrene, Dioxene or Imidazole 
derivatives, do not comprise a phthalhydrazide . 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 1 to 35, 37, 38, 71 to 176, 178 to 181, 228 and 229 
are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the 
invention . 

Claims 1 to 35, 27, 38, 71 to 176, 178 to 181, 228 and 229 
are indefinite because the compound of the formula A-B-C cannot 
be synthesized when the steps comprise 1) forming a benzophenone, 
2) forming a diaryl ethylene and at least one of steps (a) 
through (g) . For example if steps 1), 2) and step (a) or (b) or 

(d) or (e) is performed how is A (a phthalhydrazide) attached 
and how is C attached? If the steps comprise 1), 2) and step 

(c) or (f) is performed how is C attached? If the steps 
comprise 1), 2) and step (g) , how is B attached? 

Throughout the claims the terms "comprises" and 
"comprising" renders the claims indefinite. It is not clear 
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what else the compound or dye can comprise. See claims 28 to 
30, 34, 37, 79, 80, for example. 

Throughout the claims the terms "derivative", "analog" and 
"analogue" render the claims indefinite because it is not clear 
what compounds are intended. 

Claim 2 is indefinite because in claim 2, the compound 
serves to delivery the C moiety to a desired biological 
compartment but claim 1 is directed to a method of synthesis of 
A-B-C not a method of delivering C to a biological compartment. 

In claim 24, R, Ri, R 2 , R 3 , R4 and X are not defined. In 
claim 24, "and" should be inserted between the last two 
structures listed. 

In claim 30, R is not defined for the dyes at the bottom of 
page 41. Also, in claim 30 it is not clear what the numbers 
that are shown opposite the dyes Malachite Green through Acid 
Green 50 on pages 9 to 12 refer to. Claim 30 further defines 
the cationic dye but it contains reactions, for example on pages 
19 and 42. The reactants should be deleted so that only the 
cationic dye is shown. In claim 30, "and" should be inserted 
between the last two structures listed. 

In claim 35, "and" should be inserted between the last two 
structures listed. 
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In claims 73 to 77 it is not clear what "functional groups" 
are represented by R 1 , R 2 and/or R 3 . 

In claim 85, there is no antecedent basis in claim 84 for 
the "amino-substituted aryl groups". 

In claim 91, "protecting" should be -protected-. 

Claims 153, 155 and 163 show a negative charge without 
specifying what the anion is. 

Claims 167 to 170 do not disclose the step for how C is 
attached. It only describes how to make A-B. 

In claim 172, B is not defined. 

Claim 228 is indefinite because it improperly incorporates 
by reference essential subject matter. See the books recited at 
the bottom of page 115. 

not defined. 

The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claims 1 to 35, 37, 38, 71, 72, 81 to 103, 105 to 127, 131 
to 146, 148 to 152, 157 to 160, 165 to 171, 173 to 180, 228 and 
229 are rejected under 35 U.S.C. 112, first paragraph, because 
the specification, while being enabling for a method of 
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synthesis of a compound A-B-C wherein A is a chemiluminescent 
moiety that is a phthalhydrazide, sulf onyloxamide or active 
oxalate, B is an energy acceptor moiety that is a 1,5- 
diarylpentadiene and C is Foscarnet, ddc or acycloguanosine, 
does not reasonably provide enablement for a method of synthesis 
of a compound A-B-C where A is any chemiluminescent moiety, B is 
any energy acceptor moiety and C is any biologically active 
moiety for example, any pharmaceutical or drug. The 
specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to 
make the invention commensurate in scope with these claims. 

The factors to be considered in determining whether a 
disclosure meets the enablement requirement of 35 U.S.C. 112, 
first paragraph are as follows: 



1. 


the 


nature of the invention, 


2. 


the 


state of the prior art, 


3. 


the 


predictability or lack thereof in the art 


4. 


the 


amount of direction or guidance present, 


5. 


the 


presence or absence of working examples, 


6. 


the 


breadth of the claims, 


7. 


the 


quantity of experimentation needed, and 


8. 


the 


level of skill in the art. 



See In re Wands, 8 USPQ2d 1400. 
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In the instant case, there is unpredictability in the art 
and the breadth of the claims encompasses a method of synthesis 
of a very large group of compounds of the formula A-B-C where A 
is any chemiluminescent moiety, B is any energy acceptor moiety 
and C is any biologically active moiety for example, any 
pharmaceutical or drug. The working examples in the 
specification are only directed to a method of synthesis of a 
compound A-B-C wherein A is a chemiluminescent moiety that is a 
phthalhydrazide, sulf onyloxamide or active oxalate, B is an 
energy acceptor moiety that is a 1 , 5-diarylpentadiene and C is 
Foscarnet, ddc or acycloguanosine . It would require an undue 
amount of experimentation for one of skill in the art to 
synthesize the entire scope of compounds encompassed by formula 
A-B-C as different reactions and reaction conditions would be 
required. 

Applicant's arguments filed November 29, 2007 have been 
fully considered but they are not persuasive. Applicants state 
that the Examiner has improperly ignored the written description 
and focused on the experimental examples. Applicants point to 
the Summary of the Invention and parts of the specification 
wherein possible candidates for A, B and C are given. The 
Summary of the Invention discloses what A-B-C, D-A-B-C, A-D-B-C 
is but does not disclose how to prepare them. The list of 
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candidates for A, B, and C also does not describe how to prepare 
A-B-C. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Fiona T. 
Powers whose telephone number is 571-272-0702. The examiner can 
normally be reached on Monday - Friday 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Joseph K. McKane can be 
reached on 571-272-0699. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 



Application/Control Number: 10/828,558 
Art Unit: 1626 



Page 9 



/Fiona T. Powers/ Fiona T. Powers 

Primary Examiner, Art Unit 1626 Primary Examiner 

Art Unit 1626 

ftp 

March 3, 2008 



